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December 18, 2003

Mail Stop Comments - Patents
Commissioner for Patents

United States Patent And Trademark ffice
P.O. Box 1450

Alexandria, VA 22313-1450

Re: Notice of Proposed Rulemaking,

Changes to Support Implementation of the United States
Patent and Trademark Office 21st Certury Strategic Plan,
68 Fed. Reg. 53816 (September 12, :003)

Dear Mr. Commissioner:

In the Federal Register Notice dated September 12, 2003, the U.S. Patent
and Trademark Office requested publi:: comments regarding the above identified
Notice of Proposed Rulemaking. Presinted herein are the comments of the
Pennsylvania Intellectual Property Forum ("Pennsylvania IP Forum"). The
Pennsylvania IP Forum is an organization of patent practitioners and intellectual
property attorneys located principally in Southeastern Pennsylvania. While some of
us represent large entities, all of us represent individual inventors and small
entities. Large entities already have significant advocates in Washington. Our
purpose in making these comments is to provide a voice to individual inventors and
small entities that otherwise would nct be heard.

The Pennsylvania IP Forum appreciates the opportunity to offer comments on
the rule and practice changes proposed by the Office. We believe that several of
the proposed changes would adversely affect the patent prosecution process in
terms of time and cost and respectfully request consideration of the following
issues presented below. In particular, as representatives of the majority of patent
applicants, namely small inventive entities, there is particular concern with regard
to the atmosphere of increasing inflexibility on the part of the Office, as well as the
alarming sense of a shift in burden during prosecution review from examiners to
applicants.

Everyone who works with the Patent and Trademark Office realizes that it is
a large organization serving many con:tituencies. To administer the law fairly to all,
uniform laws and rules are a must. However, a tension exists between the need to
apply laws uniformly and the need to apply laws justly. The former requires rules,
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the latter requires sound discretion. VVe recommend that the Patent and Trademark
Office avoid hard-and-fast rules where¢ those rules are not absolutely required to
make administration of the law uniforin. Below, please find our comments with
regard to specific proposed rule chances.

(1). Proposed Rule Change 37 C.F R. §1.6 requires clarification.

The commentary in the PTO "Discussion of Specific Rules” at p. 53820
states that "drawings with detail" shculd not be submitted by fax. It would be
helpful if the PTO could quantify wha' is meant by the term "detail" or
alternatively, state what type of draw ng is safe to be submitted by fax (e.g. simple
block diagram or flow-chart).

(2). Proposed Rule Change 37 C.F.R. 31.17 requires further correction.

Rule 1.17 proposes expensive f etition fees, all of which would be an
increased hardship for small inventive entities. To cure this pernicious effect, we
suggest that this rule be amended to provide that the petition fees shall apply only
to large entities and that no petition fce shall be charged to any small entity.

(3). Proposed Rule Change 37 C.F.R. $1.53 should not be adopted as proposed.

Rule 1.53 is amended to requir¢: that a petition and fee be filed if the PTO
issues a notice that an application is incomplete. The provision further states:

In the absence of a timely (1.1 8(f)) petition pursuant to this paragraph, the
filing date of an application in which the applicant was notified of a filing
error pursuant to paragraph (e)(1) of this section will be the date the filing
error is corrected.

Our difficulty with the proposed amendment stems from the situation where
an error may appear in the specificaticn; for example: a page may inadvertently
omitted from the background section, a pagination error may make it appear that a
page has been left out of the application, a figure may be omitted, or a numbering
error may make it appear that a figure has been omitted. Current PTO practice is
to notify the applicant of the apparent error and to provide the applicant with the
opportunity to submit new informatior to correct the error. If the applicant
chooses to submit, for example, new pages or new figures to correct the error,
then the filing date becomes the date >f correction. If the applicant chooses not to
supplement the application, the applicant retains the original filing date and review
proceeds on the application as filed. The applicant is required eventually to correct
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the application by removing references to the omitted pages, by correcting the
pagination, or by correcting the figure references.

Under the proposal, the option to proceed with the application as filed and to
retain the original filing date apparently is eliminated. This is a draconian result in,
for example, the situation of a numbering error in the figures. We recommend that
the option to proceed with the application as filed be retained consistent with
current PTO policies.

We further recommend that the requirement for a petition and fee be
required only if the applicant elects to submit new pages of the specification or
new figures and thereby accepts a new filing date.

(4). Proposed Rule Change 37 C.F.R. §1.57 is rigid and inflexible; incorporation
by reference should be liberal and open.

The number of pages in each patent application is creeping upward, with
some applications reaching hundreds of pages. One cause of such massive patent
applications was a series of Federal Circuit decisions effectively expanding the
enablement requirement to include disclosure of prior art. The disclosure of the
prior art in the patent application does nothing in itself to advance the art and is
merely a regurgitation of what others have done before. Nonetheless, applicants
believe that substantial prior art must be included in each patent application to
satisfy the rulings of the Federal Circuit. Each massive application must be fully
reviewed, eating up inordinate examiner time and adding to the PTO's backlog and
costs of review. The need for ever-larger applications also renders the preparation
of patent applications ever more expensive, putting the patent process out of reach
for all but the richest of inventors and assignees.

Applicants could dispense with much of the bulk of the giant patent
applications by incorporating prior art by reference for purposes of enablement.
We recommend that the following should be considered as incorporated by
reference for all purposes in each application automatically, without resort to
specific incorporation by reference language and that the distinction between
"essential” and "non-essential" material be deleted:

(a).  all disclosure in provisional, utility, PCT and foreign applications from
which the application in question descends:

(b).  all disclosure in U.S. and foreign patents referred in the specification
of the application in question and all other documents identified in the specification
and in existence at the time of filing; and
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(c). all disclosure in references included in an Information Disclosure
Statement filed at the same time as the application in question.

The reasons given in PTO "Discussion of Specific Rules"”, p. 53827 for
rejecting liberal incorporation by reference relate to § 112 paragraph 6 means-plus-
function claims. The preamble indicates that the applicant may create means-plus-
function claims that are unpatentably broad through inadvertent incorporation by
reference.

In response, we believe that the benefit to the applicants and to the patent
office of addressing the enablement problem through incorporation by reference
outweighs any concern about inadvertent enlargement of means plus function
claims. We also believe that a duly adopted regulation that provides specifically for
incorporation by reference will overcome the reluctance of the Federal Circuit to
look beyond the four corners of the patent application for means in a means plus
function claim. Finally, we believe that means plus function claims coupled with
the equivalents taught in the incorporated references may overcome some of the
damage done by the Festo decisions.

In short, we recommend that each document should be presumed to be
incorporated by reference unless the applicant states that it is not incorporated by
reference. If an applicant is concerned that one or more references may render a
means plus function claim too broad, then the applicant specifically can reject
incorporation of the document.

Under the proposed rule as discussed in the preamble, defective
incorporations by reference will incorporate nothing unless corrected during
prosecution. Our problem with this approach is that if the teachings of a reference
are not part of the application until a technically perfect incorporation is entered,
then any post-filing correction to the incorporation by reference adds new matter.
The original filing date therefore will be lost and the consequences for a technically
imperfect incorporation by reference are very great. This is an unnecessary and
overly technical result that adds nothing to the efficiency of the patent review
process.

The PTO "Discussion of Specific Rules” at page 53828 states that the PTO
is concerned that excess examiner resources will be used to correct defective
incorporations by reference. The need to correct incorporations by reference, and
hence the burden on examiners, is eliminated completely if all references are
presumed incorporated and if mechanistic and rigid rules of incorporation are
eliminated. We recommend that if a reference to an item of prior art is adequate to






