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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF WISCONSIN

ARMAMENT SYSTEMS AND PROCEDURES, INC.,
Plaintiff,
V. Case No. 00-C-1257
IQ HONG KONG LIMITED, et al.,

Defendants.

MEMORANDUM DECISION AND ORDER

The issue presently before the Court in this consolidated action for patent infringement is
whether the plaintiff engaged in inequitable conduct before the United States Patent and Trademark
Office, thereby rendering the patent in suit unenforceable. Following a four-day bench trial, the
Court set a briefing schedule for the parties and took the matter under advisement. The parties have
submitted briefs and replies, and the matter is now ripe for decision. For the reasons set forth
herein, I find by clear and convincing evidence that the plaintiff committed inequitable conduct and
conclude that the ‘018 patent is therefore unenforceable. The following constitutes my findings of

fact and conclusions of law pursuant to Rule 52(a) of the Federal Rules of Civil Procedure.

BACKGROUND
Plaintiff Armament Systems and Procedures, Inc., (ASP) is a Wisconsin corporation that
develops, manufactures and sells products used by law enforcement and security personnel. In the

late 1990's, ASP developed a miniature flashlight which it began selling under the registered
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trademarks SAPPHIRE and WEARABLE LIGHT to a wider market. ASP originally commenced
this action on September 14, 2000, against defendants IQ Hong Kong Limited, Zen Design Group
Limited, and Sun Yu, alleging that they had violated federal and state law governing unfair trade
practices by copying the design and trade dress of ASP’s LED flashlights and even selling them
under the same names. On February 20, 2001, the United States Patent and Trademark Office
issued Patent No. 6,190,018 (“the ‘018 patent”), which discloses a miniature LED flashlight. ASP,
the assignee of the ‘018 patent, thereafter filed an amended complaint against the original
defendants adding a claim of patent infringement. In the months that followed, ASP sued
twenty-three additional manufacturers, distributors, and/or retail sellers of handheld miniature
flashlights in seven separate actions for infringement of the ‘018 patent.

On April 5,2001, one of the defendants filed with the PTO the first of two ex parte petitions
to reexamine the ‘018 patent in light of a dozen previously issued patents, including Patent No.
5,893,631 issued to Stephen J. Padden on April 13, 1999, and several other publications. By
agreement of the parties, proceedings in ASP’s infringement actions were stayed pending
completion of the reexamination process. The stay was lifted on April 7, 2004, when ASP advised
the court that the ‘018 patent had emerged from reexamination intact, and the cases were
consolidated pursuant to Rule 42 as to all issues involving claim construction and patent validity.
Fed. R. Civ. P. 42(a). The court issued claim construction decisions on January 5 and June 15,
2005. Since that time, discovery has continued, and ASP has settled its claims against several of
the defendants.

On January 10, 2007, the Court granted the motion of six of the remaining defendants, 1Q

Hong Kong Limited, Zen Design Group Limited, Emmissive Energy Corporation, Vector Products,
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Inc., Target Corporation, and Team Products International, to conduct a separate bench trial on their
claim that Kevin Parsons, Ph.d., the president and CEO of ASP and one of the named inventors of
the patent in suit, engaged in inequitable conduct before the PTO during the reexamination process
when, in 2002, he filed with the office a Rule 131 declaration along with a draft sketch of the
invention, referred to herein as “Q1.” Based primarily on indentations on Q1 of a sketch bearing
a date more than a year and a half after its purported June 14, 1997, date of creation, and another
sketch bearing a date almost three years later, the defendants claimed that Dr. Parsons drafted Q1
on a date much later than shown on the document in order to overcome the patent issued to Padden,
whose application date was November 3, 1997. Dr. Parsons passionately denied submitting a false

document to the PTO, thereby joining the issue to be tried.

ANALYSIS

I. LAW OF INEQUITABLE CONDUCT

“To hold a patent unenforceable due to inequitable conduct, there must be clear and
convincing evidence that the applicant (1) made an affirmative misrepresentation of material fact,
failed to disclose material information, or submitted false material information, and (2) intended to
deceive the U.S. Patent and Trademark Office.” Cargill, Inc. v. Canbra Foods, Ltd., 476 F.3d 1359,
1363 (Fed. Cir. 2007). If the court finds materiality and intent to deceive, the court

must balance the equities to determine whether the patentee has committed

inequitable conduct that warrants holding the patent unenforceable. The more

material the omission or misrepresentation, the less intent that must be shown to

elicit a finding of inequitable conduct. If inequitable conduct occurred with respect

to one or more claims of an application, the entire patent is unenforceable.

Impax Laboratories, Inc. v. Aventis Pharmaceuticals Inc., 468 F.3d 1366, 1375 (Fed. Cir. 2006)

(citations omitted).
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Here, the analysis is clear-cut. Because the Q1 document resulted in the patent examiner’s
allowance of Parsons’ claims as prior to Padden, it is conceded that Q1 was material information.
And because the creation of a document with a false date is clearly an intentional act, the issue of
intent is not at issue. In other words, the only question is whether Q1 was actually drafted in 1997
or whether it was created later by Parsons. If the evidence shows that it is a false document, the
equities overwhelmingly support finding the patent unenforceable because it was essentially

procured by fraud.

II. EVALUATION OF THE EVIDENCE
A. Q1 and Related Sketches

The bulk of this trial (and the genesis of the motion to have a trial in the first place) involved
the forensic examination of Q1, the sketch Parsons submitted to the PTO in order to establish an
earlier conceptualization date than Padden. (Ex. 8.) Using an ElectroStatic Detection Apparatus
(ESDA), the forensic document examiners found impressions of other documents on Q1. (Ex.
1132.) The ESDA operates on the principle that the act of writing on one page while that page is
in contact with a second or third page causes the indented image of the writing to be imparted to the
underlying pages. This image is not only a physical impression, but also resides in the electrostatic
field generated by the paper. By analyzing the impressions, the examiner can determine which
documents were written on top of others. Under some circumstances, this can indicate the sequence
in which they were drawn.

In this case, for example, it is undisputed that Q1 has indentations from a sketch of a knife

(Q2) that was signed by Parsons and dated February 20, 1999. (Ex. 1133.) A later examination
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revealed that a second sketch (Q6), bearing a date of May 20, 2000, was also impressed onto both
the February 1999 and the June 1997 documents. (Exs.1135, 1136.) Based on the distinct
properties of the paper on which all three sketches had been drawn, including the line-to-edge
spacing of the printed graph lines, cut marks' on the sides of the paper, and identical defects or voids
in the graph lines, Alan Robillard, the defendants’ expert and former Chief of the Questioned
Documents Unit of the FBI Laboratory, concluded that all three sketches had come from the same
pad of graph paper. Robillard also noted the nearly perfect registration of the paper” and alignment
of the impressions, and that the page on which each sketch and/or impression was made had the
same orientation’ it would have had in the pad when the sketch and/or impression was made. From
these findings, Robillard concluded that the February 1999 drawing (Q2) was created while fixed
in a pad of graph paper within a few sheets above Q1, and the May 2000 document (Q6), in turn,
was created while fixed in the same pad within a few sheets of Q2 and Q1.* It thus follows, in

Robillard’s view, that “to a virtual certainty” the February 1999 sketch (Q2) was drawn, and the

' Cut marks refer to slight indentations in the sides of the paper that are made when a blade
is passed diagonally along the edges of the pads in the manufacturing process. (Tr. 163-64; Exs.
1127, 1129.)

* The term “registration,” in this context, refers to the manner in which the printed lines on
a pad of graph paper “are lined up one above the other, .... “[s]o if you look straight down, you’d
see just one line.” (Tr. at 166.)

* According to Robillard, each sheet of paper in a pad has an identifiable front and back, top
and bottom, and left and right side. (Tr. 183-84.) Robillard testified that when each of the
indentations and/or sketches was made, the page on which it appears had the same orientation it
would have if still affixed to a pad. (Tr. 224.)

* The fact that no glue or adhesive was found on the documents did not affect Robillard’s
opinion that the sketches were drawn when they were affixed to a pad. Robillard testified that glue
is no longer used to affix sheets to a pad and suggested that the latex adhesive that is now used is
not always detectable. (Tr. 213-14.)
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image was impressed onto the underlying page (Q1), before Parsons made the sketch of a miniature
flashlight that he later represented to the PTO as having been created before November 3, 1997.
(Tr. 191.) Given the dates on Q2 and Q6, Robillard concluded that the date affixed to Q1 was false.
(Tr. 191, 214-15.)

Shortly before trial, a fourth sketch (Q11) surfaced that, in the view of the defendants,
indicates the likely time when Q1 was actually created. (Ex. 1137.) Q11 depicts a military baton
case and is dated October 14, 2002. That document reveals clear impressions of Q1 (the June 14,
1997, sketch of the Sapphire light) and weaker impressions of Q2 (the February 20, 1999, sketch
of a knife). (Exs. 1142, 1143.) As aresult of his examination of Q11, Robillard concluded that it
was from the same pad of graph paper as Q1, Q2, and Q6. (Tr. 226-27.) From his analysis of all
four sketches, Robillard concluded that Q6 (May 20, 2000) was drawn first, leaving its image on
the page on which Parsons sketched Q2 (February 20, 1999), which then left its impression on a
succeeding page upon which Parsons drew Q1(June 14, 1997), which then left its impression on the
page that finally became Q11(October 14, 2002). (Tr. 224.) The date Q11 bears is significant
because Parsons and his attorneys were to meet with the PTO the following day on October 15,
2002, as part of the reexamination process. (Ex. 1077.) It was just prior to this time period that the
PTO made clear its view that the Padden patent anticipated some of Parsons’ claims. (Ex. 1076.)
And it was during the October 15, 2002 meeting with the PTO that Parsons advised the examiner
that Padden was no longer relevant because he would provide evidence that his invention predated
Padden. (Ex. 1077 at 2.) Shortly thereafter, he filed his Rule 131 declaration with Q1 attached.
(Ex. 1079.) This evidence, according to the defendants, suggests that Parsons created Q1 sometime
between May 20, 2000, and October 14, 2002, with the more likely date being just prior to October

14, 2002.
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ASP does not dispute the physical evidence upon which Robillard’s opinion rests. It
concedes that Q1 bears the imprint of Q2 and Q6, and that Q11 bears the imprint of Q1 and Q 2.
Instead, ASP attacks the assumption underlying Robillard’s opinion—namely, that Parsons drew his
sketches on graph paper fixed in a pad. ASP contends that Parsons did not make drawings on a
fixed pad of paper. To the contrary, Parsons testified that he never sketched on a pad:

A: I don’t use pads for sketching. I use individual pieces of paper.

Q: Why don’t you use the full pad?

A: It’s thick. It doesn’t — I just can’t position it. It just—it—1don’t know. It’s

hard to explain, but it just doesn’t work for doing drawings where you’re

turning a board and you’re trying to get at things and you’re looking at them.

And it’s just it’s a creative process. It’s not just a wrote [sic] process. For

me it just doesn’t work.
(Tr. 539-40.) Parsons also testified that he usually did his sketches at his home on weekends or
holidays so as to minimize distractions. He testified that he would often take old conception
sketches home with him for ideas on what features to incorporate in the new product. (Tr. 541.)
It was then his custom to take out several loose drawings and use some of them as backers, or
cushions, underneath the drawing he was working on. He kept them in alignment by placing them
on a drawing board that he used before he remodeled his office and replaced his old desk. (Tr. 535.)
Although Parsons denied any specific recollection of the process he used in creating Q1, ASP argues
that the customary way in which he drew his sketches reasonably accounts for the indentations on
QI and the other sketches that were analyzed.

In fact, ASP argues that its explanation is more reasonable than the defendants’ since the
defendants’ explanation fails to account for the fact that within the sequence set forth above Q6

(2000) is indented onto Q2 (1999), which under defendants’ theory would mean that Q6 was created

before Q2. ASP notes that this would mean that Parsons also falsified the date on one or both of
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those sketches, which, ASP argues, makes no sense because he had no reason to do so. As further
support for its theory, ASP introduced some forty-eight additional sheets of paper, including thirty-
four with sketches and fourteen completely blank, all but three of which ASP produced to the
defendants after the court granted their motion for a separate trial on the issue and only weeks before
the trial was to begin. ASP argues the ESDA analysis of these sheets confirms Dr. Parsons’
testimony that he uses loose sheets of paper, including previous concept sketches, as backing when
he draws.

I note at the outset that Parsons’ explanation for the indentations of later-drawn sketches on
Q1 does not seem credible. His explanation as to why he would use his earlier conception sketches
as backing paper or why such documents would even be on the same desk together simply does not
make much sense. He claimed that he would sometimes take drawings home with him for
inspiration or for ideas to incorporate in new projects he was working on. These older drawings
would presumably have some relationship to the invention he was considering at the time. Yetthere
is no real explanation for why Parsons would have had Q1 on his desk in 1999 and 2000. There is
no dispute that the Sapphire was essentially complete before Parsons drew Q2 or Q6: the CAD
drawings had been done in 1998 and the product was essentially in final form. Thus, if the Sapphire
light was in final form by 1998, why would Parsons have brought his initial conception sketch of
the flashlight drawing home from the office in 1999? By 1999 the development process was well
beyond Parsons’ initial conception of the Sapphire, and he presented no plausible reason for the
drawing’s presence on his drawing table at that time. This is doubly true for the drawing he made
in2000. Q6, alamp holder, was drawn on top of Q2 (a duty knife) and Q1 (flashlight), and he never

explained why he would have had Q1 or Q2 on his desk in 2000.
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But wholly aside from its implausibility, there are several more serious problems with ASP’s
argument that its explanation provides a more reasonable account of the indentations of later-dated
sketches that appear on Q1. In view of the importance of the issue for all of the parties, I will
address them in some detail.

1. Shifting and Inconsistent Explanations

The first difficulty with ASP’s explanation of the presence of indentations of later-dated
sketches on Q1, apart from its implausibility, is that it was late in coming and is inconsistent with
Dr. Parsons’ earlier description of the process he used to create his concept sketches. When he was
asked at his June 27, 2006, deposition how he went about making a sketch, Dr. Parsons made no
mention of a drawing board or getting out old sketches to use as backing. He simply stated: “I take
a piece of paper, put it on a desk, draw it, put it in a plastic sheet protector, and put it in the book.”
(Tr. 610.) Parsons went on to explain that sometimes, as in this case, he immediately sends copies
of the sketch to the ASP employees working on the project and that, sometimes, if he is looking for
materials, it will go into a file for materials. (/d.) But there is no mention of the process he
described at trial, including pulling out his previous concept sketches, placing them on the desk in
front of him, and then arranging them on a drawing board, along with other sheets, as a cushion for
the sketch he intends to draw. It was only when the defendants discovered the impression of Q2 on
QI that the idea of using concept sketches of unrelated products as backing for new sketches was
put forth. It was also at that point that Q6 was first produced. Even then, the explanation of how
the pages were kept in alignment was significantly different from the one offered at trial.

When Robillard and Erich Speckin, an earlier defense expert, first examined Q1, Q2 was

the only sketch impressed on Q1 that they were able to identify. On September 26, 2007, Bonnie
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Schwid, a board-certified forensic document examiner and ASP’s original expert, submitted her
rebuttal report in which she agreed with the defense experts that Q1 and Q2 were most likely from
the same pad of graph paper: “It is my professional opinion that the cut marks and relationship of
the lines on the paper of the 14 June 97 document and the 20 Feb 99 document are in alignment,
indicating that they were probably taken from the same pad of graph paper.” (Ex. 1157 at 2.)
Schwid also stated, however, that this did not mean that they were fixed in the pad when the
drawings were made. Noting that Robillard and Speckin had also pointed out impressions from “an
unknown origin” on both Q1 and Q2 in their reports, Schwid disclosed that these impressions had
come from Q6, a document with an even later date of May 20, 2000, which appeared to have come
from the same pad. The discovery of this document suggested to Schwid that “Dr. Parsons makes
new drawings on top of older drawings.” (I/d.) Asto why the impressions appeared to be in perfect
alignment, Schwid offered the following:

The fact that the documents do not shift when the drawings are made on top of one

another is probably due to the fact that Dr. Parsons uses clips to secure the

documents, as represented to me. The clips do not leave a mark in every case, as

shown by the test documents submitted.
(Id.) Parsons had apparently furnished Schwid with the clips he used and several sheets of blank
graph paper so that she could demonstrate how the papers were kept in alignment after being
removed from the pad. (Exs. 1052, 1053.) She initially found the use of such clips provided a
plausible explanation of how Parsons maintained the pages in registration and alignment as he

sketched a new drawing. However, Schwid later recanted her opinion at her deposition after the

defense experts detected clip marks on all of her test papers. (Tr. 417-18.)

10
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At that point, ASP retained a new expert, Emily Will, and came up with a new theory—that
Parsons had used a drawing board to keep the papers in alignment. Even then, the idea of a drawing
board appears to have originated with Will and not Parsons. Without ever discussing the matter
with Parsons, Will suggested to ASP’s attorneys that a drawing board might hold papers in
alignment without leaving marks. (Tr. 748.) In fact, despite having published an article entitled
“Good Standards in Document Examination” in which she explicitly notes the importance of finding
out everything possible about the circumstances under which a questioned document was prepared,
Will never spoke with Parsons about how he prepared Q1. (Tr. 751-52; Ex. 1155.) Nevertheless,
the defendants heard for the first time at trial Parsons’ description of his usual practice of using a
drawing board when he drew his sketches. The drawing board Parsons claimed to have used was
not presented since it had been thrown out years earlier, and no other witness who had seen him
using his drawing board was offered to corroborate his testimony. The only other witness with
knowledge of Parsons’ work habits and who was asked about the drawing board was Lawrence
Hawkinson, who, as ASP’s creative consultant during the relevant time frame, met with Parsons an
average of four times per week at his office, home, or at a restaurant. Hawkinson testified that
Parsons made his sketches on graph paper from a pad and that, when completed, he placed them in
a plastic sleeve. Hawkinson testified that he had never seen Parsons use a drawing board. (Tr. 82-
84.)

This evidence, taken as a whole, demonstrates that ASP has offered shifting, inconsistent,
and uncorroborated explanations to account for indentation of the later sketches on Q1. As such,
the evidence undermines the credibility of the explanation offered by Parsons for the first time at

trial.

11
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2. String of Illogical Coincidences

A further difficulty with ASP’s version of events is that it requires belief in the occurrence
of too many distinct coincidences. Specifically, as set forth below, if Q1 was actually drawn in
1997, it would mean that Parsons brought together a series of completely unrelated documents on
three separate occasions. And in each of these occasions, the documents were held in place in the
same order with the same orientation and in registration and alignment.

ASP’s theory, as testified to by Emily Will and Parsons himself, is as follows.” Long after
he drew Q1, Parsons used it as a backing cushion for other drawings (Q2 and Q6), which explains
why it has impressions of newer drawings on it. Q1 itself made an impression on a 2002 document
(Q11), and Q11 is the only document with an impression of Q1 on it. Q1's impression on Q11 is
strong and complete, whereas Q2's impression on Q11 is faint. Thus, under ASP’s theory, in 1997
Parsons must have drawn Q1 on top of the blank sheet of paper that would become Q11 five and
one-half'years later, leaving a strong impression. He then removed Q1 and, presumably after copies
were mailed, or faxed, to the two employees working on the project, kept it together with Q11 (a
blank sheet) and later used them both as backing underneath Q2 in 1999, at which time Q2 left an
impression on Q1 and a faint impression on Q11. Then, when drawing Q6 in 2000, Parsons again
retrieved Q1 and Q2 to use them as backing paper. At this time, however, Q11 (still a blank sheet)
had apparently disappeared and was not used again until Parsons drafted the baton case in October

2002. Finally, each time he brought these loose pieces of paper together, he placed them so that

> Will has offered only various theories to explain the document’s creation, including the
theory that the document was backdated. She concluded that the documentary evidence alone was
inconclusive as to the actual date of Q1. Parsons does not have direct recollection of how Q1 was
actually created, but he has testified about his general drafting procedures.

12
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each page, even the blank one, was front side up, identically oriented, and held together in
registration and alignment. (Tr. 224.)

Although the convoluted nature of the above sequence speaks for itself, it requires some
explanation to realize that the above sequence involves several implausible coincidences. Under
Parsons’ theory, Q1 and Q11 first came together in 1997 by chance when he drew Q1 and happened
to select the blank sheet Q11 to use as backing paper. Thus, the order in 1997 is Q1-Q11. Then,
in 1999 Parsons sat down at his table to draft a representation of a duty knife (Q2). Before he
begins drawing the knife on Q2, he takes an existing two-year-old drawing, Q1, as well as the still-
blank sheet of paper that would eventually become Q11 three years later. By placing Q1 and Q11
underneath Q2 (the order is Q2-Q1-Q11°) Parsons thus imprints the knife drawing on Q11, and this
explains why Q11 has impressions of both Q2 (the knife) and Q1 (the Sapphire light). It also
explains how Q2 becomes impressed onto Q1. This is the first major coincidence: Q1 and Q11 are
the two sheets that randomly came together in 1997, and even though they have nothing to do with
one another Parsons brought these same two documents (a drawing and a blank sheet) together
again in 1999. Not only did Parsons reunite these two strangers, but he used them in the same order
with Q2 on top, and placed them face up in registration with the same orientation.

The second major coincidence occurs in 2000, when Parsons decides to draw the lamp
holder, Q6. For backing, he retrieves a drawing of the duty knife (Q2) drawn in 1999 and the

Sapphire light (Q1) drawn in 1997. The order is Q6-Q2-Q1. Once again he would have retrieved,

% As both experts concluded, the logical order of the stacking of the documents would be Q6-
Q2-Q1-Q11. Q1 left a strong impression on Q11, whereas Q2's impression on Q11 was much
weaker. Thus, when Q2 was drawn in 1999, Q11 would have been the second document
underneath, while Q1 was directly underneath.

13
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by sheer chance, the exact same two sheets that came together in 1999 when Q2 was drawn, and
again he has used these two sheets in the same Q2-Q1 order as he originally did and, along with Q6,
places them in perfect registration and with the same orientation they would have if fixed in a pad.
To summarize: Q1 was on top of Q11 in 1997 and then again in 1999 when Parsons drew Q2; Q2
was on top of Q1 in 1999, and then both were reunited when he drew Q6 on top of Q2 (a knife
drawing) and Q1 (the flashlight). And on all three occasions, each page was in registration and with
the same orientation.

Ultimately Parsons’ explanation requires us to assume the occurrence of these several
coincidences: though none of the documents have anything to do with one another, on two separate
occasions Parsons reunited two completely unrelated documents to use them as backing. Two more
coincidences emerge when we consider that these unrelated documents were used in the same order
and were facing the same way. Of course if a drafter is using scratch paper as backing in the manner
Parsons suggests he was, it is not surprising that the sheets so used would have nothing in common
with each other—any sheets lying around might be called into duty. It might even be chalked up
to coincidence if the same two unrelated pieces of paper were used as backing on another occasion.
But here we are presented with two purportedly random associations (Q1 and Q11, and Q2 and Q1)
being repeated, and in each case the documents are not just reunited but reunited in the same
sequence (a third coincidence) and same orientation (a fourth). This suggests nothing if not a
pattern, and Parsons has not satisfactorily explained how or why this would occur at random. For
instance, when drawing the duty knife in 1999, why would he retrieve a flashlight drawing and a
blank sheet of paper—the very same two unrelated sheets that he had brought together in 1997?

And in 2000, when drawing the lamp holder, why would he use as backing a three-year-old

14
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flashlight drawing and a drawing of a knife? This repeated bringing-together of totally unrelated
documents places a great strain on the house of cards, which ultimately causes one to search for a
more viable theory explaining how Q1 was drawn.

In addition to the coincidences described above, ASP’s theory requires us to account for the
unusual role played by Q11. In Parsons’ telling, Q11 comes and goes—it is a blank sheet of paper
used as backing in 1997, then disappears for two years, then reprises its role as blank backing paper
in 1999. Subsequently, it disappears for three years until the baton case is drawn on it.

Parsons did not have a plausible explanation for this sequence of events. He testified that
he would make drawings and then store them in protective plastic sleeves, a practice that does not
account for how he would have retained the blank sheet of paper Q11 and used it repeatedly. Emily
Will weakly suggested that Q11 (a blank sheet) was stored along with Q1, and that this explains
both where Q11 went as well as why Q1 and Q11 came together on two separate occasions. This
is merely speculation, however, and does not comfortably fit with Parsons’ general description of
how he handled his drawings or his more specific testimony that in this case he immediately made
copies of Q1 to send to the two employees in the ASP Lighting Division. The fact that Q1 was
immediately copied suggests that it was physically separated from Q11 and thus would have to be
brought back together in alignment with the same orientation in order to receive the indentation
from Q2 when it was drawn twenty months later.

ASP also argues that Q11's itinerant existence is corroborated by the fact that Ql's
impression on it is slightly shifted in places. In other words, because the two documents do not line
up perfectly, they could not have been fixed together in a pad. Yet the shifting occurs only in two

limited areas, which reveals only that the shifted areas may not have been drawn while Q1 was in

15
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a fixed pad. And under the defendants’ fraud theory, Q1 was ripped out of the pad (to be sent to the
PTO), and it is thus not surprising if Parsons made a few minor amendments to Q1 after it was torn
out.” Accordingly, the small amount of shifting on Q1's impression on Q11 does not help the
plaintiff’s cause, and all we are left with is a document known as Q11 whose existence and function
cannot be accounted for under Parsons’ theory.
3. The Timing of Q11

I also accord some weight to the fact that Q11 is dated October 14, 2002. As noted above,
this date is meaningful because Parsons and his attorneys were to meet with the PTO on October
15, 2002, as part of the reexamination process. It was during this time period that the PTO made
clear its view that the Padden patent anticipated some of Parsons’ claims. During the meeting with
the PTO, Parsons stated that he would provide evidence that his invention predated Padden and, on
November 19, 2002, he filed his Rule 131 declaration with Q1 attached. Thus, the October 14,
2002, date of Q11 is fully consistent with the fraud theory because it allows for the possibility that
Q1 was created at any time prior to October 14, 2002. In contrast, if Q11 had been dated, say, 1999
(or even 2001), then the impressions made by Q1 would have been traceable to an earlier time
period in which the need to create a backdated document was not so palpable.

Moreover, because the most logical time to draft a fraudulent Q1 was the fall of 2002—soon
before Q11 was drafted—it makes perfect sense that Q11 is the only document with an impression

of Q1 on it. The fact that Q1 imprints only on Q11—rather than any other documents—links the

7 Indeed, since Parsons would have known that his patent would rise or fall on this
document, it is not surprising that he may have felt the need to amend it. It certainly contains
greater detail than most of the other conception sketches, which, as discussed below, provides
further support for the defendants’ claim that it is a fraud.

16
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two documents together temporally. Thus, the defendants’ theory is quite simple: Q1 did not
impress upon Q2, Q6, or any other documents because it was directly above Q11 the entire time and
was not drafted until 2002. In contrast, Parsons’ theory requires us to believe that these two
documents came together repeatedly even though Q1 was drafted in 1997 and Q11 in 2002.

4. The Defendants’ Version is Far More Reasonable

Above I have focused largely on why I find Parsons’ explanation implausible. But because
the defendants shoulder the burden of proving inequitable conduct by clear and convincing
evidence, it is important that they have a plausible theory of their own. In my view, defendants’
theory that Q1 was drawn in 2002 and then backdated seems refreshingly simple: Q11 does not lead
such a mysterious existence, Q1 and Q11 were drafted around the same time, and no coincidences
in the relationships between Q1-Q11 and Q2-Q1 need to be accounted for. Instead of holding that
the relevant documents were all loose and came and went at Parsons’ whim, defendants’ theory is
that Parsons simply used one of the many pads of graph paper he kept in his home or office and
sequentially, over several years, drew the sketches on the pages designated Q6, Q2, Q1 and Q11
when they were fixed together in that Q6-Q2-Q1-Q11 sequence in the pad.

The greatest obstacle to the defendants’ theory is Q6 because its 2000 date is out of
sequence. The defendants note, however, that the date on Q6 does not appear on either Q2 or Q1.
(Def.’s Reply at 7.) See Exhibit 1134. The fact that the date and signature on Q6 did not make
impressions on the other documents means it was likely dated after it was taken out of the pad.
Thus, the sketch itself could have been drawn prior to Q2 and Q1 but not given the 2000 date until
much later. The fact that Q6 was not produced until after the defense experts had issued their

reports describing their findings with respect to the indentation of Q2 onto Q1 means that Parsons
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would have been aware of the significance of the dating sequence and, if he had not already signed
and dated Q6, he could have added a date that would confuse the issue. It may also be that Q2 was
given a false date for reasons that are simply unknown. While the idea that Parsons, or any other
party, would intentionally undertake such action is not one I would normally entertain without
strong evidence to support it, the fact that the totality of evidence in the case supports the finding
that he engaged in precisely the same kind of conduct before the PTO makes it far more plausible
than it might otherwise seem.

In any event, this theory accounts for all four of the documents. First, because the date on
Q6 (2000) is out of “logical” chronological order and was not indented on the older sketches, it was
likely signed and dated after it was drawn. As for Q11, it is much easier to believe that Q11 was
fixed beneath Q1 and Q2 than it is to believe that Q11 served as backing paper for Q1 in 1997, then
disappeared, and then reemerged in 1999 as backing for Q2, and then disappeared again for three
years. This theory also easily explains how Q2 impressed upon Q1 and Q11 and why there was no
evidence of off-set or smudging on the back of any of the drawings. Because the sketch was drawn
on the top page of the pad, the pages beneath it were blank at the time and there was nothing to
smudge or transfer to the back of the page above it. (Tr. 185-887.) Finally, the defendants’ theory
obviates the need to believe in the multiple coincidences that Parsons’ theory requires. Instead of
having to believe that Q1 was used on top of Q11 twice and Q2 was on top of Q11 twice, we need
to believe only that they remained fixed together throughout this period.

In addition to explaining the evidence we have, this theory also explains the absence of
certain evidence. For instance, if Q1 were truly the oldest document, it could reasonably be

expected to have made impressions on multiple other documents. Yet the only impression Q1 made
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is on the 2002 document Q11. If Parsons routinely used multiple sheets of backing paper, where
are the other sheets upon which Q1 made impressions? Without any evidence that Q1 made any
impressions apart from the impression on Q11, it is reasonable to believe Q1 and Q11 (which itself
left no impressions) were the newest documents and shared a temporal proximity.®
5. The Failure of ASP’s Forensic Evidence

Finally, the forty-eight additional pages that ASP introduced to buttress Parsons’ testimony
concerning how he made his sketches were wholly unpersuasive. Among the forty-eight additional
pages, ASP pointed to only one example in which a later sketch bears impressions from an earlier
sketch. ESDA analysis showed that an indentation of Q9, which depicts a foam-cutting knife edge
protector bearing a date of December 27, 1997, was made on Q7, which depicts a key knife and
bears a date of December 26, 1996. (Ex. 162 at 6.) Unlike the sequence involving Q1, Q2, Q6, and
Q11, however, the impression of Q9 is on the back side of Q7 and is at a 180-degree orientation.
(Ex. 162 at 7.) In other words, when Q9 was drawn, Q7 was placed beneath it face down and at a
180-degree angle. Far from supporting ASP’s contention that Parsons’ habit of using previously
drawn sketches as backing for new drawings reasonably accounts for the nearly perfect alignment
and identical orientation of the indentations in the Q6-Q2-Q1-Q11 sequence, the indentations of Q9
on Q7 suggest just the opposite—that when sheets are not fixed in a pad, perfect alignment,
registration, and identical orientation are unlikely. In addition, the fact that on this one occasion Dr.

Parsons had an earlier sketch (Q7) before him when he drew the later sketch (Q9) also falls far short

¥ While the evidence strongly suggests that the relevant documents were fixed together in
a pad when the sketches were made, I do not base my finding that the date on Q1 is false on that fact
alone. I am not convinced that the sheets of graph paper would have to be fixed in a pad in order
to create the impressions on Q1 from Q2 and Q6, although it would have taken some care and effort
to create such impressions if they were not fixed in a pad.
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of establishing that he had a practice of using previous unrelated sketches when creating a new one.
A knife, as depicted in Q7, at least bears some relation to a knife holder, as depicted in Q9. The
same cannot be said of a miniature flashlight (Q1) and a knife (Q2).

Of the remaining pages submitted by ASP, one is a sketch dated November 24, 1996 (Q12),
which was indente